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DETAILED ACTION 
Applicants please note that a new examiner has been assigned to this 
application. 

1. This action is in response to an appeal brief filed 5/9/07. Claims 3,4,7,8,10,12,17 
and 22-28 are pending. 

Response to Arguments 

2. Applicant's arguments, see the appeal brief, p. 4, last para, p. 5, 4 th para, p. 9, 4 th 
para, p. 11, 2 nd para, p. 13, paras 2 and 3 and p. 14, next to last para, filed 5/9/07, with 
respect to claims 4 & 23, 27, 3 & 22, 7, 8 & 25, and 10 & 12, respectively have been 
fully considered and are persuasive. The final rejection of claims 3,4,7,8,10,12,22- 
25,27 and 28 has been withdrawn. However, upon further consideration, a new 
ground(s) of rejection is made in view of Murata, Reele and Fredlund as explained in 
further detail below. Regarding claim 28, Han (applied by previous examiner) teaches a 
fourth embodiment, which is adapted for image editing, which reads on the modification 
input. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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4. Claims 3,8,22,25 and 28 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Murata (US 2001/0052994). 

Regarding claim 3, Murata teaches a portable imaging system (fig. 16) 
transportable by a user for scanning an image for later production of an image product, 
comprising: (a) a first and second member movable between an open and closed 
position (lid and scanner body): (b) a scanning area disposed in either the first or 
second member and accessible when the system is in the open position for receiving 
and scanning the image to produce a digital image; (c) a memory for storing the digital 
image (page and buffer memories such as shown in fig. 2); (d) a communication port 
adapted to transmit the digital image from the portable imaging system over a 
communications network to a device for later production of the image product from the 
digital image (LAN controller such as shown in fig. 2); and an image input device (slots 
89 as shown in fig. 1 or 123, fig. 16) having an opening for receiving a removable digital 
image media (such as memory card 124) to enable digital image input at said opening 
from said digital image media to the memory of the portable imaging system (an original 
image is scanned into the scanner in accordance with a scan job command file and is 
stored on the memory card (note para 70); the user inserts then inserts the memory 
card, which contains a print job command file and the image data file and the image is 
transferred from the slot to the printer via the page and buffer memories such as shown 
in fig. 2; note paras 63,96,97,125,126). 
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Regarding claim 8, in addition to the like teaching of claim 3 above, Murata 
teaches a software for tracking information associated with the digital image wherein the 
information is an image name or a scanning date (CPU 85, such as shown in fig. 2, 
controls the entire device, para 63, stores the image data into the memory card with an 
image data file name, para 125, and refers to the image data file name in the print job 
command file to read the image data file from the memory card, para 97). 

Regarding claims 22 and 25, since Murata teaches that the image data is stored 
on the memory card, the memory card reads on the second, redundant, memory to 
provide backup storage of the digital image to ensure the digital image is not lost. 

Regarding claim 28, in addition to the like teaching of claim 3 above, Murata 
teaches a modification input for zooming, cropping, or rotating the digital image before 
or after storage in memory (an image processor such as shown in figs. 14 and 15 
comprises a zooming ckt. 133 and a trimming ckt. 134). 

5. Claims 3,4 and 28 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Reele (US 6567190). 

The applied reference has a common assignee with the instant application. Based 
upon the earlier effective U.S. filing date of the reference, it constitutes prior art under 
35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the 
reference was derived from the inventor of this application and is thus not the invention 
"by another," or by an appropriate showing under 37 CFR 1.131. 
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Regarding claim 3, Reele teaches a portable imaging system (fig. 2) 
transportable by a user for scanning an image for later production of an image product, 
comprising: (a) a first and second member movable between an open and closed 
position (flip cover 225 and scanner body 110): (b) a scanning area disposed in either 
the first or second member and accessible when the system is in the open position for 
receiving and scanning the image to produce a digital image; (c) a memory for storing 
the digital image (RAM 126); (d) a communication port adapted to transmit the digital 
image from the portable imaging system over a communications network to a device for 
later production of the image product from the digital image (additional items can be 
added so that the user can view images downloaded from the internet; col. 4, lines 37- 
44); and an image input device (127) having an opening for receiving a removable 
digital image media to enable digital image input at said opening from said digital image 
media to the memory of the portable imaging system (col. 4, lines 33-37). 

Regarding claim 4, in addition to the like teaching, of claim 3 above, Reele 
teaches an input device adapted to collect information associated with the digital image, 
and wherein the input device is a keyboard or a touchscreen display (col. 3, lines 45- 
57). 

Regarding claim 28, in addition to the like teaching of claim 3 above, Reele 
teaches a modification input for zooming, cropping, or rotating the digital image before 
or after storage in memory (images are displayed for editing; col. 3, lines 45-50, col. 4, 
lines 18-25). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 10 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Murata in view of Fredlund et al. (US 5666215). 

Regarding claim 10, Murata teaches a portable imaging system (fig. 16) 
transportable by a user for scanning an image for later production of an image product, 
comprising: (a) a first and second member movable between an open and closed 
position (lid and scanner body): (b) a scanning area disposed in either the first or 
second member and accessible when the system is in the open position for receiving 
and scanning the image to produce a digital image; (c) a memory for storing the digital 
image (page and buffer memories such as shown in fig. 2); and (d) a communication 
port adapted to transmit the digital image from the portable imaging system over a 
communications network to a device for later production of the image product from the 
digital image (LAN controller such as shown in fig. 2). 

Although Murata teaches an image input device (slots 89 as shown in fig. 1 or 
123, fig. 16) having an opening for receiving a removable digital image media (such as 
memory card 124) to enable digital image input at said opening from said digital image 
media to the memory of the portable imaging system (an original image is scanned into 
the scanner in accordance with a scan job command file and is stored on the memory 
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card (note para 70), Murata fails to specifically disclose an audio input device for 

receiving audio information relating to the scanned digital image. 

Fredlund teaches a system and method for the selection and ordering of 
photographic images for printing and other image related services wherein the 
customer can also send a sound file representing sampled audio to the processing lab 
to add sound producing capability to the image related product. The order information 
can be returned to the photo-processing lab 14 by sending the information on a 
computer readable diskette 100 (col. 7, lines 1-17). 

Murata could be modified to include a sound file with the scan job command file 
that is stored on the memory card. This modification would have been obvious to one 
of ordinary skill in the art at the time of the invention since Murata teaches a removable 
storage medium, used for offline printing, that could be used in the system of Fredlund 
to produce an image bearing product having sound associated with it. 

Regarding claim 12, since Murata teaches that the image data is stored on the 

memory card, the memory card reads on the second, redundant, memory to provide 

backup storage of the digital image to ensure the digital image is not lost. 
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8. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Han (US 
6608707) in view of well known prior art (MPEP 2144.03). 

Regarding claim 28, Han teaches a portable imaging system (fig. 6) 
transportable by a user for scanning an image for later production of an image product, 
comprising: (a) a first and second member movable between an open and closed 
position (lid and scanner body, fig. 8): (b) a scanning area disposed in either the first or 
second member and accessible when the system is in the open position for receiving 
and scanning the image to produce a digital image; (c) a memory for storing the digital 
image (col. 7, lines 37-50); (d) a communication port adapted to transmit the digital 
image from the portable imaging system over a communications network to a device for 
later production of the image product from the digital image (fig. 9); and a modification 
input for zooming, cropping, or rotating the digital image before or after storage in 
memory (the fourth embodiment teaches a flatbed scanner adapted to control 
conventional scanning, editing, input and output functions, col. 5, lines 55-60 and col. 8, 
lines 24-27). Although Han does not specifically disclose the editing functions, the 
examiner takes official notice that it is well known in the art for a scanner to contain a 
keyboard and/or display in order to edit a scanned image. This modification would have 
been obvious to one of ordinary skill in the art at the time of the invention since it is 
desired of Han's fourth embodiment to have a stand alone scanner ready to scan, copy, 
save and perform its other functions. 
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Allowable Subject Matter 

9. Claim 23 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

10. Claims 7,17,24,26 and 27 are allowed. 

1 1 . The following is an examiner's statement of reasons for allowance: the prior art of 
record does not teach the claimed subject matter of claims 7,24 and 27. Therefore 
claims 7,24 and 27 are allowable for the reasons pointed out by Applicant's remarks 
(see appeal brief, p. 1 1 , 2 nd para and p. 5, 4 th para). It follows that claim 24 is then 
inherently allowable for depending on an allowable base claim. Claims 17 and 26 are 
allowed for reasons given by the examiner in the office action dated 6/5/06. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimberly A. Williams whose telephone number is (571) 

272- 7471. The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571) 272-7402. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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